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Office Action Summarv 


Application No. 

09/784,793 


Applicant(s) 
MARCHBANKS ET AL. 


Examiner 

Richard C Weisberger 


Art Unit 
3624 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 1 1/05 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-16 is/are pending in the application. 

4a) Of the above claim(s) 9-16 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1^8 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) [3 Claim(s) 1-16 are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) D Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 
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DETAILED ACTION 



Election/Restrictions 



1 . Applicant's election with traverse of group I in the reply filed on 1 1/01/2005 is 
acknowledged. The traversal is on the ground(s) that claim 1 requires a billing system. 
This is not found persuasive because the billing system is not necessarily commnesurte 
in scope with that of group II. 

The requirement is still deemed proper and is therefore made FINAL. 

2. This application contains claims 9-16 drawn to an invention nonelected with 
traverse in Paper filed on 1 1/01/2005. A complete reply to the final rejection must 
include cancellation of nonelected claims or other appropriate action (37 CFR 1 .144) 
See MPEP§ 821.01. 



3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 



4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
• Patentability shall not be negatived by the manner in which the invention was made. 




Claim Rejections - 35 USC § 102 



States. 



Claim Rejections - 35 USC § 103 
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5. Claims 1-7 are rejected under 35 U.S.C. 102(b) as anticipated by or obvious over 
FCC, Report No. CC 98-28. 

The cited FCC communication teaches that it is well known in the art to include 
"charges from a growing number of services and service providers" in a single invoice 
(paragraph 1, lines 10-12). Based on technical reasoning, it is the examiners position 
that the FCC rules are directed to billing methods that include receiving network 
information (e.g., long distance minutes) , processing the information (e.g., converting 
the time metric to a dollar metric bases on the customers rate plan), calculating a single 
invoice (e.g., preparation of the bill). The equipment charge can read on features like 
call waiting. Official notice is taken as to the calculation of taxes. Official notice is takes 
as to logic steps directed to verification. See, Ex parte Levy, 17 USPQ2d 1464. 

6. Claims 8 is rejected under 35 U.S.C. 102/1 03(a) as being unpatentable over 
FCC, Report No. CC 98-28. 

The reference fails to teach of generating an order record and receiving and processing 
a response to the order. It is the examiners position that order recording, receiving, and 
processing are perfunctory steps common to the telephone carrier business (e.g., 
choosing a long distance carrier). In the alternative, it would have been obvious for oen 
skilled in the art the time for a local carrier to initiate the sale of additional third party 
services as motivated by the expand its product offering and top line income statement 
numbers. 
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Respectfully 




Rich Weisberger 
571 272 6753 



